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This is a decision on the "Request for Reconsideration of Patent Term Adjustment Under 37 
C.F.R. § 1.705(B)," filed September 13, 2010. Applicants request reconsideration of the patent' 
term adjustment to at least nine hundred ninety-eight (998) days. Applicant requests this 
recalculation (1) in connection with the abandonment of the application; (2) in connection with 
the filing and replies to a petition to withdraw the holding of abandonment; (3) in connection 
with a delay in the mailing of a Notice of Abandonment; (4) in connection with the failure of the 
Office to timely notify applicant of non-receipt of the application filing fee; (5) in connection 
with misinformation provided to applicant, and (6) in connection with unreasonably long delays 
upon revival of the application in connection with the mailing of a Notice to File Missing 
Requirements, and in connection with assigning the application to an examiner, and forwarding 
the application to an examiner, and in issuing a first Office action. The request is properly treated 
under 37 CFR 1.705(b). 

The Request for Reconsideration of Patent Term Adjustment ("PTA") under 37 CFR 1.705(b), is 
GRANTED TO THE EXTENT INDICATED HEREIN . 

BACKGROUND 

On May 28, 2010, the Office mailed the Determination of Patent Term Adjustment under 35 
U.S.C. 154(b) in the above-identified application. The Notice stated that the patent term 
adjustment (PTA) to date is zero (0) days. 

On September 13, 2010, Applicants timely submitted the present request for reconsideration of 
patent term adjustment 1 . Applicants do. not dispute the reduction to date of 39 days pursuant to 
37 CFR 1.704(b). : , : 



1 Office records show that the Issue Fee payment was received in the Office on September 13, 2010. 
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Applicant files the present petition and requests a just and equitable accounting, in terms of 
patent term adjustment, based upon (1) a three hundred and eighteen day delay from applicant's 
submission of the application on March 14, 2005 to January 26, 2006, the actual date of 
abandonment; (2) a seventy-four day delay from abandonment of the application on January 26, 
2006 to the mailing of a Notice of Abandonment on April 10, 2006; (3) a two-hundred fifty-eight 
day delay from revival of the iapplication on August 23, 2007, to the mailing of a Notice to File 
Missing Requirements on May 8, 2008; (4) a six hundred and six day delay from applicant's 
filing of a petition to withdraw the holding of abandonment on November 1 9, 2006 to July 1 8, 
2008, the date the Office of Patent Cooperation Treaty ("PCT") putatively withdrew a previous 
Withdrawal of Notice of Abandonment dated April 10, 2006, and/or (5) a seven hundred forty- 
six day delay from revival of the application on August 23, 2007 to the mailing of a Restriction 
Requirement on September 8, 2009. 

OPINION 

Applicants' arguments have been carefully considered. Applicant is advised that under 35 U.S.C. 
§ 154(b)(1), an applicant is entitled (subject to certain conditions and limitations) to a patent term 
adjustment for the following reasons: (1) If the USPTO fails to take certain actions during the 
examination and issue process within, spedified time frames (35 U.S.C. 154(b)(1)(A)), which are 
known as "A" delays; (2) If the USPTO fails to issue a patent within three (3) years of the actual 
filing date of the application (35 U.S.G. 154(b)(1)(B)), which are known as "B" delays, and (3) 
for delays due to interference, secrecy order, or successful appellate review (35 U.S.C. 
154(b)(1)(C)), which are known as "C" delays= (Emphasis added). 

- ■ 

37 CFR § 1.705(b), provides as follows: : 

Any request for reconsideration, of the patent term adjustment indicated in the 
notice of allowance, except as provided in paragraph (d) of this section, and any 
request for reinstatement of all or part of the term reduced pursuant to § 1 .704(b) 
must be by way of an application for patent term adjustment. An application for 
patent term adjustment under this section must be filed no later than the payment 
of the issue fee but may not be filed earlier than the date of mailing of the notice of 
allowance. An application ifor patent term adjustment under this section must be 
accompanied by: u:.- - * . 

' - " '.. • 

(1) The fee set forth in § l:18(e); and 

(2) A statement of the facts involved,, specifying: 

(i) The correct patent term adjustment and the basis or bases under § 1.702 
for the adjustment ; .; ' ; ■:> 

(ii) The relevant dates as specified hv§§ 1 .703(a) through (e) for which an 
adjustment is sought and the adjustment as specified in § 1.703(f) to 
which the patent is entitled; 

(iii) Whether the patent is subject to a terminal disclaimer and any expiration 
date specified in the terminal disclaimer; and 

(iv) 
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(A) Any circumstances during the prosecution of the application resulting in the patent 
that constitute a failure to engage in reasonable efforts to conclude processing or 
examination of such application as set forth in § 1 .704; or 

(B) That there were no circumstances constituting a failure to engage in 
reasonable efforts to conclude processing or examination of such 
application as set forth in § 1.704. 

(c) Any application for patent term adjustment under this section that 
requests reinstatement of all or part of the period of adjustment reduced pursuant 
to § 1 .704(b) for failing to reply to a rejection, objection, argument, or other 
request within three months of the date of mailing of the Office communication 
notifying the applicant of the rejection, objection, argument, or other request must 
also be accompanied by: 

(1) The fee set forth in § 1.18(f); and 

(2) A showing to the satisfaction of the Director that, in spite of all due care, the 
applicant was unable to reply to the rejection, objection, argument, or other 
request within three months of the date of mailing of the Office communication 
notifying the applicant of the rejection, .objection, argument, or other request. 
The Office shall not grant any request for reinstatement for more than three 
additional months for each reply beyond three months from the date of mailing 
of the Office communicatiomnotifying the applicant of the rejection, objection, 

* 

argument, or other request 
(Emphasis added). 

•..-.* ■ ■ . 

The present petition is properly filed to request for reconsideration of the patent term adjustment 
indicated in the notice of allowance; however, the present petition fails to provide the basis or 
bases under § 1 .702 for the requested adjustment. 

r 

The applicable Rule, 37 CFR 1 .702, Grounds for adjustment of patent term due to examination 
delay under the Patent Term Guarantee Act of 1999 (original applications, other than designs, 
filed on or after May 29, 2000),* provides foran adjustment of the patent term as follows: 

(a) Failure to take certain actions within specified time frames. 
Subject to the provisions of 35 U.S.C. 154(b) and this subpart, the term of an original 
patent shall be adjusted if the issuance of the patent was delayed due to the failure of the 
Office to: "•«'. • •• .!•'<• ; : . ' ■." 

(1) Mail at least one of a notification under 35 U.S.C. 132 or a notice of 
allowance under 35 U.S.C. 151 not later than fourteen months after the date on 
which the application was filed under 35 U.S.C. 1 1 1(a) or fulfilled the 
requirements of 35 U.S.C; 371 in an international application; 

(2) Respond to a reply under 35 U;S.C. 132 or to an appeal taken under 35 U.S.C. 
134 not later than four months after the date on which the reply was filed or the 
appeal was taken; 

(3) Act on an application not later than four months after the date of a decision by 
the Board of Patent: Appeals and Interferences under 35 U.S.C. 134 or 135 or a 
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decision by a Federal court under 35 U.S.C. 141, 145, or 146 where at least one 
allowable claim remains in the application; or 

(4) Issue a patent not later than four months after the date on which the issue fee 
was paid under 35 U.SiC. 15'1 and all outstanding requirements were satisfied. 

A review of the present petition reveals that the petition does not request an adjustment of the 
patent term based upon 37 CFR 1.702. While it is noted that petitioner avers that there was a 
seven hundred forty-six day delay from revival of the application on August 23 , 2007 to the 
mailing of a Restriction Requirement on September 8, 2009 5 as stated supra in 37 CFR 
1.702(a)(1), the Office has 14 mbkths from tiie date the application fulfilled the requirements of 
35 U.S.C. 371, within which to mail at least one of a notification under 35 U.S.C. 132 or a 
notice of allowance under 35 U.S.C. 151. Here, applicant fulfilled the requirements of 35 U.S.C. 
371 on July 23, 2008. The Office mailed a Restriction Requirement on September 23, 2009, 
within 14 months of applicant fulfilling the requirements of 35 U.S.C. 371 on July 23, 2008. 

Applicant's requests for adjustment of the patent term of three hundred and eighteen days, from 
applicant's submission of the application on March 14, 2005 to January 26, 2006, the actual date 
of abandonment; (2) seventy-four days, from abandonment of the application on January 26, 
2006 to the mailing of a Notice of Abandonment on April 10, 2006; (3) two-hundred fifty-eight 
days, from revival of the application on August 23, 2007, to the mailing of a Notice to File 
Missing Requirements on May 8, 2008, and (4) six hundred and six days, from applicant's filing 
of a petition to withdraw the holding of abandonment on November 19, 2006 to July 18, 2008, 
the date the Office of Patent Cooperation Treaty ("PCT") putatively withdrew a previous 
Withdrawal of Notice of Abandonment dated April 10, 2006, are not properly addressed in a 
petition under 37 CFR 1.705(b). 1., , ^ ^ . 

»* ■ 

Applicant is further advised that a petitiomunder 37 CFR 1.705(d) is filed to request 
reconsideration of the patent term adjustment indicated in the patent , and it is this petition that 
appropriately addresses the Office's failure to issue a patent within 3 years 2 . However, 
knowledge of the actual date the patent issues is required to calculate the amount, if any, of 
additional patent term patentee is entitled to for Office failure to issue the patent within 3 years. See § 
1.702(b). (This is true even where a;request for continued examination (RCE) was filed). The 
computer will not undertake the § 1 .702(b) calculation until the actual date of issuance of the patent 
has been determined. Likewise, the computer will not calculate any further Office delay under § 
1.702(a)(4) or applicant delay under § l,704(c)(10) until the actual date of issuance of the patent has 
been determined. As such, the Office can not make a determination on the correctness of the patent 
term adjustment until the patent has issued.; 

Requesting reconsideration of the patent term adjustment to be indicated on the patent under 37 CFR 
1.705(b) based on the initial determination of patent term adjustment and a projected issuance date of 



2 The period of adjustment under 35.U.S.C. 154(b)(1)(B) and 37 CFR 1.702(b) is the number of days in the period 
beginning on the day after the date that is three years after the date on which the national stage commenced under 
35 U.S.C. 371(b) or (f)). See MPEP § 2730. f he commencement date is the date 30 months from the earliest 
priority date claimed in the internati6nai*application.-(The commencement date may be earlier than 30 months whei 
(1) an applicant expressly requested early commencement, and completed all requirements under 35 U.S.C. 371(c), 
or (2) Demand was timely filed requesting a change in commencement from 20 to 30 months). 
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the patent (or even the filing date of the request for continued examination) is premature. 
Accordingly, it is appropriate to dismiss as premature such a request. 

Rather than file an application for patent term adjustment under 37 CFR 1 .705(b) contesting the 37 
CFR 1 .702(b) calculation at the'time of the mailing of the notice of allowance, applicant is advised 
that they may wait until the time of the issuance of the patent and file a request for reconsideration of 
the patent term adjustment pursuant to 37 CFR 1.705(d). As the USPTO does not calculate the 
amount of time earned pursuant to 31 CFR 1.702(b) until the time of the issuance of the patent, the 
Office will consider any request fqr reconsideration of the patent term adjustment due to an error in 
the calculation of 37 CFR 1 .702(b) to be. timely if the request for reconsideration is filed within two 
months of the issuance of the patent. However, as to all other bases for contesting the initial 
determination of patent term adjustment received with the notice of allowance, applicant must timely 
file an application for patent term adjustment prior to the payment of the issue fee . 

» 

Finally, a review of the application file reveals that the Office neglected to assess a reduction in 
connection with the abandonment and revival of the present application pursuant to 37 CFR §§ 
1 .704(c)(3) and (4), to the extent that the ; periods are not overlapping. 

Pursuant to 37 CFR 1 .704(c)(3), the period of delay begins on the date of abandonment - here, 
the application became abandoned for failing to pay the Basic National Fee by the 30 month 
date, January 25, 2006, and the date. of , abandonment is January 26, 2006, and ends on the earlier 
of (i) the date of mailing of the decision reviving the application (i.e. April 23, 2007) or (ii) the 
date that is four months after the date the fiiraritable petition to revive the application was filed 
(i.e. August 26, 2007), or 452 days 4 ., (Emphasis supplied). 

In view thereof, the correct Patent Term . Adjustment at the time of the mailing of the Notice of 
Allowance remains zero (0) days (adjustments totaling zero (0) days less reductions totaling 491 
days (452 days + 39 days), subject to any. terminal disclaimer. 

The Office acknowledges submission of the $200.00 fee set forth in 37 CFR 1.18(e) for 
consideration of the application for patent term adjustment under 37 CFR 1 .705(b). 

1 * * 



3 For example, if applicant disputes both the calculation of patent term adjustment under 37 CFR 1 .702(a)(1) for 
Office failure to mail a first Office action or! notice of allowance not later than fourteen months after the date on 
which the application was filed and under 37 dFR 1 J02(b) for Office failure to issue a patent within three years of 
the actual filing date of the application, theri«applicant must still timely file an application for patent term adjustment 
prior to the payment of the issue fee to contest the calculation of Office delay in issuing a first Office action or 
notice of allowance. See 37 CFR 1.705(b) and 35iU.S:C. 154(b)(3)(B). A dispute as to the calculation of the 

§1 .702(a)(1) period raised on request for' reconsideration of patent term adjustment under 37 CFR 1 .705(d) will be 
dismissed as untimely filed. 

4 Pursuant to 37 CFR 1 .704(c)(4), a reduction is properly assessed for the failure to file a petition to withdraw the 
holding of abandonment or to revive an application within two months from the mailing date of a notice of 
abandonment, in which case the period of adjustment set forth in § 1.703 shall be reduced by the number of days, if 
any, beginning on the day after the date two months from the mailing date of a notice of abandonment, June 1 1 , 
2006, and ending on the date a petition to withdraw the holding of abandonment or to revive the application was 
filed, November 20, 2006, or 224 days. However, the reduction pursuant to 37 CFR 1 .704(c)(4) overlaps with the 
period of reduction pursuant to 37 CFR 1 .704(c)(3). 
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Any request for reconsideration of the patent term adjustment indicated on the patent must be 
timely filed within 2 months after, issuance pursuant to 37 CFR 1.705(d) and must include 
payment of the required fee under 37 CFRJL 18(e). 

: - - • - « 

The Office of Data Management has been advised of this decision. This application is being 
referred to the Office of Data. Management for issuance of the patent. The patent term adjustment 
indicated on the patent (as shown on the Issue Notification mailed about three weeks prior to 
patent issuance) will include any additional adjustment accrued both for Office delay in issuing 
the patent more than four months after payment of the issue fee and satisfaction of all 
outstanding requirements, and for the Office taking in excess of three years to issue the patent (to 
the extent that the three-year period does not overlap with periods already accorded). 

Telephone inquiries specific to'this matter should be directed to Attorney Derek Woods at (571) 
272-3232. 
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